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DETAILED ACTION 
Response to Amendment 

1 . The amendment filed on 09/02/2004 has been entered and made of record. 
Claims 1-26 are pending. 

Response to Arguments 

2. Applicant's arguments filed 09/02/2004 have been fully considered but they are 
not persuasive. 

With regards to independent claims 1 and 14, applicant argues that Stefik et al. 
fails to disclose the feature "a policy that determines the forgery protection level for a 
document". Fig. 5, S501 illustrates the step for printing a digital work on a trusted 
printer (a digital work is written, assigned usage rights including a print right which 
specifies watermark information and is deposited in repository 1) (col. 8, lines 10-13). 
The usage rights of Stefik read on the claimed forgery protection level. The usage 
rights language of Stefik reads on the claimed policy (these rights are expressed in a 
rights language) (Appendix A) (col. 8, lines. 44-46). The usage rights language of Stefik 
is described as the content providers indicating the terms, conditions, and fess for 
printing documents in a machine-readable property rights language (col. 4, lines 65-67). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claims 1, 2, 14 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Stefik et al (US 6,233,684). 

5. Regarding claim 1 , Stefik et al disclose a method processing an image of a 
document including at least one page (reads on trusted printer) (col.3, lines 11-14); 
determining a forgery protection to be applied to the document (digital work is written, 
assigned usage rights including a print right which specifies watermark information and 
is deposited in repository 1, step 501) (col. 8, lines 10-13) based on a policy (usage 
rights language) (col. 8, lines 44-46) that determines the forgery protection level (usage 
rights) for the document (col. 8, lines 10-13); and based on the determined protection 
level, printing at least one watermark (if the digital work has the print right, the printer 
repository decrypts the digital work and generates the watermark that will be printed on 
the digital work, step 507) (col. 4, lines 5-38)including copy evidence and tracing 
information on each page of the document that corresponds to the determined 
protection level (watermark data typically provides information relating to the owner of 
the digital work .... Preventing unauthorized copying of the rendered work) (Abstract, 
lines 7-13). 

6. Regarding claim 2, Stefik et al disclose a method wherein the copy evidence is 
encoded in the watermark (reads on watermarks are designed to make copies 
distinguishable from the originals) (col. 5, lines 15-16). 
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7. Regarding claim 14, Stefik teaches a document forgery protection printing 
system comprising at least one image processor that processes an image of document 
including at least one page (reads on trusted printer) (col. 3, lines 11-14); at least one 
server having a print management system and a policy that determines a forgery 
protection level of the document (The printer repository receives the encrypted digital 
work and determines if it has a print right, step 506. If the digital work has the print right, 
the printer repository decrypts the digital work and generates the watermark that will be 
printed on the digital work, step 507.) (col. 4, lines 5-38); a plurality of printers, each 
printer able to print the document and able to apply at least one protection level to the 
document by printing at least one watermark including copy evidence and tracing 
information on the document that corresponds to the determined protection level (reads 
on server based trusted printers) (col. 16 lines 58-65). 

8. Regarding claim 15, Stefik et al disclose a method wherein the copy evidence is 
encoded in the watermark (reads on watermarks are designed to make copies 
distinguishable from the originals) (col. 5, lines 15-16). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 09/722,362 Page 5 

Art Unit: 2626 

10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stefik et 
al in view of Livingston (US 6,621 ,590). 

1 1 . Regarding claim 3, Stefik teaches a method of embedding a document with 
dynamically generated watermark information which provides information relating to the 
owner as well as preventing unauthorized copying of the work (Abstract, lines 6-13). 

Stefik fails to teach that the watermarks may vary with each page of the 
document. 

Livingston teaches a method where other watermarks have been applied to other 
pages of the document. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to have modified Stefik by the teaching of 
Livingston to put different watermarks on different pages of the document. 

12. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stefik and Livingston as applied to claim 3 above, and further in view of Cyr et al (US 
6,138,913). 

13. Regarding claim 4, Stefik et al teach a method of embedding a document with 
dynamically generated watermark. Livingston teaches a method where different 
watermarks have been applied to different pages of the document. 

Stefik and Livingston fail to disclose the chemical composition of the watermarks 
as well as the location of the watermark. 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). Additionally, Cyr teaches that 



Application/Control Number: 09/722,362 Page 6 

Art Unit: 2626 

encoded information can be positioned anywhere (col. 5, lines 12-17). Therefore, it 
would have obvious to one of ordinary skill in the art at the time of the invention to have 
modified Stefik and Livingston by using the marking composition taught by Cyr for 
imprinting the watermarks. 

14. Regarding claim 5, Stefik et al teach a method of embedding a document with 
dynamically generated watermark using data technology such as glyph technology. 
Livingston teaches a method where different watermarks have been applied to different 
pages of the document. 

Stefik and Livingston fail to disclose the chemical composition of the watermarks 
as well as the location of the watermark. 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). Additionally, Cyr teaches that 
encoded information can be positioned anywhere (col. 5, lines 12-17). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik by using the marking composition taught by Cyr for 
imprinting the watermarks. 

15. Claims 6-13, 19, and 20-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stefik et al in view of Cyr et al (US 6,138,913). 

16. Regarding claims 6, Stefik et al teach a method of embedding a document with 
dynamically generated watermark information which provides information relating to the 
owner as well as preventing unauthorized copying of the work (Abstract, lines 6-13). 



Application/Control Number: 09/722,362 Page 7 

Art Unit: 2626 

Stefik fails to disclose the chemical composition of the watermarks 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 

using an ink or other appropriate marking composition containing a fluorescing 

compound sensitive to radiation (col. 4, lines 43-46). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 

the invention to have modified Stefik by using the marking composition taught by Cyr for 

imprinting the watermarks. 

1 7. Regarding claim 7, Stefik et al teach that the watermarks are created with 
embedded data technology such as glyph technology (col. 10, lines 20-23). 

Stefik et al fail to teach the chemical composition of the watermark. 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik by using the marking composition taught by Cyr for 
imprinting the watermarks using glyph technology. 

1 8. Claims 8, 10-11, and 1 3 are rejected for the same reasons as claim 6. 

19. Regarding claim 9, Stefik et al teach that tracing information is encoded in the 
watermark (reads on the watermark data typically provides information relating to the 
owner of the digital work) (Abstract, lines 7-13). 

Stefik et al fail to teach the chemical composition of the watermark. 
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Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik by using the marking composition taught by Cyr for 
imprinting the watermarks. 

20. Claim 12 is rejected for the same reasons as claim 7. 

21 . Regarding claim 1 9, Stefik et al teach a method of embedding a document with 
dynamically generated watermark information which provides information relating to the 
owner as well as preventing unauthorized copying of the work (Abstract, lines 6-13). 

Stefik fails to disclose the chemical composition of the watermarks 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 

using an ink or other appropriate marking composition containing a fluorescing 

compound sensitive to radiation (col. 4, lines 43-46). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 

the invention to have modified Stefik by using the marking composition taught by Cyr for 

imprinting the watermarks. 

22. Regarding claim 20 Stefik et al teach that the watermarks are created with 
embedded data technology such as glyph technology (col. 10, lines 20-23). 

Stefik et al fail to teach the chemical composition of the watermark. 
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Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik by using the marking composition taught by Cyr for 
imprinting the watermarks using glyph technology. 

23. Claims 21 , 23-24, and 26 are rejected for the same reasons as claim 6. 

24. Regarding claim 22, Stefik et al teach that tracing information is encoded in the 
watermark (reads on the watermark data typically provides information relating to the 
owner of the digital work) (Abstract, lines 7-13). 

Stefik et al fail to teach the chemical composition of the watermark. 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik by using the marking composition taught by Cyr for 
imprinting the watermarks. 

25. Regarding claim 25, as best understood by the language of the claims are 
rejected for the same reasons as claim 20. 

26. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stefik et 
al in view of Livingston (US 6,621 ,590). 
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27. Regarding claim 16, Stefik teaches a method of embedding a document with 
dynamically generated watermark information which provides information relating to the 
owner as well as preventing unauthorized copying of the work (Abstract, lines 6-13). 

Stefik fails to teach that the watermarks may vary with each page of the 
document. 

Livingston teaches a method where other watermarks have been applied to other 
pages of the document. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have modified Stefik by the teaching of Livingston to put different 
watermarks on different pages of the document. 

28. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stefik and Livingston as applied to claim 3 above, and further in view of Cyr et al 
(US 6,138,913). 

29. Regarding claim 17, Stefik et al teach a method of embedding a document with 
dynamically generated watermark. Livingston teaches a method where different 
watermarks have been applied to different pages of the document. 

Stefik and Livingston fail to disclose the chemical composition of the watermarks 
as well as the location of the watermark. 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). Additionally, Cyr teaches that 
encoded information can be positioned anywhere (col. 5, lines 12-17). 
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Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik and Livingston by using the marking composition 
taught by Cyr for imprinting the watermarks. 

30. Regarding claim 1 8, Stefik et al teach a method of embedding a document with 
dynamically generated watermark using data technology such as glyph technology. 
Livingston teaches a method where different watermarks have been applied to different 
pages of the document. 

Stefik and Livingston fail to disclose the chemical composition of the watermarks 
as well as the location of the watermark. 

Cyr et al teach a method wherein the watermark is imprinted on the substrate 
using an ink or other appropriate marking composition containing a fluorescing 
compound sensitive to radiation (col. 4, lines 43-46). Additionally, Cyr teaches that 
encoded information can be positioned anywhere (col. 5, lines 12-17). 

Therefore, it would have obvious to one of ordinary skill in the art at the time of 
the invention to have modified Stefik by using the marking composition taught by Cyr for 
imprinting the watermarks. 

Conclusion 

31 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Rhoads et al. (US 6,744,906, US 6,728,390, and US 6,636,615) disclose two or 
more digital watermarks, with different watermarks, embedded in a document. 
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Gutman et al t (US 6, 234,537) discloses a security document with optically 
excitable dyes for authenticity checking. 

Fujiwara (US 6,737,776) discloses an image recording apparatus, which prints a 
visible watermark superimposed over an original image on recording paper". 

Iwamura et al. (US 6,721 ,438) discloses a deterrent effect for a forgery of an 
image using embedded predetermined information within a digital watermark. 

Yoda (US 6,239,8185) discloses a printing method for embedding a pattern 

signal. 

Daniele (US 5,444,779) discloses a system for utilizing a printable, yet 
unobtrusive glyph or similar two-dimensionally encoded mark to identify copyrighted 
documents. 

Mori (US 2002/0018233) discloses a data generating device capable of 
appending different watermarks to corresponding pages. 

32. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satwant K. Singh whose telephone number is (703) 
306-3430. The examiner can normally be reached on Monday thru Friday 8am - 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (703) 305-4863. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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